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REMARKS 

Claims 1-5, 38-50, 55-61, 63, 64, 66-71, and 85-91 ve : pi : ndin : ; With the present 

Response, Claims 120-180 are added; therefore, Claims 1-5, 3 3-: I, 5S-61, • 3, 64, 66-71, 85-91 
and 120-180 remain pending for consideration. 

Claim Rejections Under 35 U.S.C. S 102 

Claims 1-5 and 85-91 stand rejected under 35 U.S.C § li lib) as anticipated by U.S. 

Patent No. 5,865,791 to Whayne, et al. Although Applicant - : out acq rlesce to the Office 

Action's rejections, in order to expedite prosecution, Applicant 1 < .5 iimeo: ::d Claims 1 and 85; 

however, Applicants reserve the right to pursue previous veisii i;i of C\<\: ns 1 and 85 in the 

future. Applicants respectfully traverse the rejections because V i;i y r e fail to teach or suggest 
all of the claim language. 

Claim 1 has been amended to recite, inter alia, "providi as i k rioyi; snt catheter having . 

. . an implantable device . . . comprising a barrier, said device . c: nfigu ;.d to conform to an 

inside surface of the left atrial appendage; ... and enlarging t di*vice within the left atrial 

appendage, wherein said barrier extends across the left atrial ap ::- id ige v» Lsn enlarged so that 

the device circumferentiallv seals against t he inside surface of t he in t : trial ; jpendage." 

Whayne fails to teach or suggest providing a catheter ia n g m ini »)antable device that 

comprises a barrier that conforms to an inside surface of the 1 sfi r; i w 1 app i-dage, a barrier that 

extends across the left atrial appendage when enlarged, or a >k? i: s hat ci oumferentially seals 
against the inside surface of the left atrial appendage. 

Therefore, Claim 1 distinguishes over Whayne. Claims ! 5 Jeper 1 from Claim 1 and 

therefore distinguish over Whayne as well. Claims 2-5 are also : I : v.' able > ucause of the unique 
combination of features recited therein. 

Claim 85 has been amended to recite, inter alia, "pi ici n It e im| lantable structure in 

circumferential sealing contact with a tissue surface adjaa i' lie C[ suing of the atrial 
appendage." 

Whayne fails to teach or suggest placing an implaita * u ructii ?. in circumferential 

sealing contact with a tissue surface adjacent the opening of th ; a i ; I : ppern age. 
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Therefore, Claim 85 distinguishes over Whayne. Claims :!^vl de| and from Claim 85 

and therefore distinguish over Whayne as well. Claims 86-91 ar, & s; alio , able because of the 
unique combination of features recited therein. 

Claim Rejections Under 35 U.S.C S 103 

Claims 38-43, 45-50, 55-61, 63, 64, and 66-71 stand rejec .:l uider J ! U.S.C. § 103(a) as 

unpatentable over Whayne in view of U.S. Patent No. 5,375,61 2 1 ■: li teno: ji, et al. Applicants 
respectfully traverse the rejection. 

Section 2143 of the M.P.E.P. states that to establisi :: tm fee. obviousness three 

requirements must be met: 



First, there must be some suggestion or motivati M r id : sr in I id references 

themselves or in the knowledge generally availa frit :i: <: ie of rdinary skill 

in the art, to modify the reference or to conibi u nferen <s teachings. 

Second, there must be a reasonable expectatk n ::' *i. ccesu Finally, the 

prior art refeence (or references when combine* I) i M il :each c suggest all 

the claim limitations. The teaching or suggesio c makt: the claimed 

combination and the reasonable expectation of s uc 3 nust I i:»th be found 

in the prior art, and not based on the Applicant's di : k; jtc. 



The Office Action provides, "[Cottenceau] discloses .:: ise OJ anchors 19 on an 

intravascular device. It would have been obvious to have pi "icljd W uiyne's device with 

anchoring elements to prevent the movement of the mesh withi i be LA. J " Office Action of 

October 2. 2006. page 4. However, the Office Action fails .;: provitl any suggestion or 

motivation, either in the references themselves, or in the know lec ;:: p aiera I y available to one of 

ordinary skill in the art, to modify the Whayne reference or tc o n >me it . ith Cottenceau. For 

example, Cottenceau describes "possibly absorbable blood fib r|s|' thai are u at least partly 

biologically absorbable," and that can be used in the vena ca«/a : c ;: Cot I nceau, at column 1, 

lines 1, and 64-68, and column 3, lines 24-30. One would not 1 : r irtivati i to combine such a 

reference with the left atrial appendage devices and method I bribed by Whayne at least 

because of the great difference in clinical therapies as well ; divice ;iructures described. 

Furthermore, there is no indication in Whayne to consider he p. k\ sibilii: of the purse string 

failing, and even if it did, there is no reason to believe from W ba n : J lat aj i liors or barbs should 
or could be used to attach or secure the mesh. 
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Moreover, there is no motivation to add anchors to the i ie i n«: ■ prev :iit the movement of 

the mesh within the LAA", as suggested by the Office Actic a ; liige 4, :iecause there is no 

indication that Whayne's purse-string-like arrangement is inadc qu :i: I: do si without anchors, or 

even that it would be desirable to do so. Indeed, Whayne's ]M3 ing ;i rangement suggests 

that additional prevention of movement of a mesh within an L 'VouUI not be desirable or 

necessary as the purse-string arrangement itself appears to prov dc ;i. cl a re;; Jt 

Rather than finding motivation from the references or tl e \; \ «• tedgii; :>f one of skill in the 

art, it appears that the Office Action has impermissibly used hii Ld« ;;l it leriv : 11 from the teachings 

in the present application, and not the teachings of the prior ait, i i si :ct A| plicants 9 claims. In 

re Dembiczak . 175 F.3d 994, 999 (Fed. Cir. 1999) (holding i»; Hoard impermissibly used 

hindsight in determining obviousness); sre also, M.P.E.P. § 2 4: ;; ai t X.A In Dembiczak, the 

Federal Circuit reiterated that a determination of obviousness c aru r; si nply ely on the inventor's 

disclosure as a blueprint" without evidence of a suggestion, t*v i: ig or m livation in the prior 

art. Dembiczak, at 999. Also, according to M.P.E.P. § 706.02 Q) *|t lie te*. hing and suggestion 

to make the claimed combination and the reasonable expectati >n x icc« ■: :must both be found 

in the prior art and not based on the Applicant's disclosure ." (E m] i;i s : s add: I ). 

Similarly, the Office Action fails to provide any >vi io tha there would be a 

reasonable expectation of success. Cottenceau provides nil i ;i»*.ing cu suggestion that its 

anchoring barbs could be provided Whayne's mesh 95. In 2w I . i:;n, no .is of the references 

provides any teaching or suggestion as to how such barbs v r. .1:1 acbi lly be provided on 
Whayne'smesh 95. 

The Applicants therefore respectfully submit that d : Kjectei claims patentably 

distinguish over the applied art and respectfully requests allow m : Clan { ■! 38 and 56. Claims 

39-42, 45-49, and 55 depend from Claim 38, and Claims 57-e 1, 3 , i: 4, ar. 66-71 depend from 

Claim 56; therefore these claims distinguish over the applied a 11 r u least >ese reasons as well. 

In addition, these dependent claims are allowable for the unique ;i n >inati n of features recited 
therein. 

In addition, Claim 50 depends from Claim 1 and there fo -:h ingui ties over the applied 

art for at least the reasons provided above. Furthermore, Clair if ilk tingiii hes over the applied 
art for the unique combination of features recited therein. 
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Double Patenting 

Claims 1-5, 38-50, 55-61, 63, 64, 66-71, and 85-91 $1an : c::visioi ally rejected on the 

ground of nonstatutory obviousness-type double patenting as u : i teitabh over the claims of 

copending Application Nos. 10/364,910, 10/830,964, and 1 A &3M2. - |>plicant$ submit a 

terminal disclaimer with this response and therefore request vwtt :; .v. al of :ie double patenting 
rejection. 

New Claims 

New Claims 120-178 correspond to previously cancelei I .11 nr s 6-1 , 51, 14-18, 52, 22- 

24, 28, 29, 53, 30-33, 54, 77-84, 92-103, 105-111, and 113- L I resp: lively, which were 

canceled in the Response filed August 30, 2006 in order to exj e<j * ail Iowa: :;e of the claims that 

had previously been indicated as allowable. However, since 11 ):lfice .« ction of October 2, 

2006 has now rejected the previously-allowed claims, Apt o;ui:s hn e re-presented the 
previously canceled claims indicated above for reconsideration 

New Claims 120-178 are all allowable over the applt I art for bt least the reasons 

provided in the Response filed February 23. 2006. as well is i; a: lea: the reasons further 
provided above with respect to the other pending claims. 

For example, Claim 120 distinguishes over the applied ; ■: J I leasi because none of the 

applied art teaches or suggests providing an implantable devic el r. ii: g a b \ rier, positioning the 

implantable device in the left atrial appendage while the device i i l its col upsed configuration; 

and enlarging the implantable device in the left atrial appenia v.hereai the barrier extends 

across the longitudinal axis when the implantable device is <nl .jail. Ch itns 121-127 depend 

fiom Claim 120, and therefore distinguish over the applied ait f ui least le same reasons. In 

addition, these claims distinguish over the applied art for tte liqte cov bination of features 
recited therein. 

Claim 128 distinguishes over the applied art at leas* c ::; i : e noi .1 of the applied art 

teaches or suggests advancing a catheter through a patient until tt i:i al er.i is disposed adjacent 

the opening of the patient's left atrial appendage; and releasing a •: e 7 th.2 device configured to 

block an opening to the left atrial appendage to prevent passag e < ' : 0*1 bolic naterial from the left 
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atrial appendage. Claims 129-133 depend fiom Claim 128, fw! Jeisfore Listinguish over the 

applied art for at least the same reasons. In addition, these claii ns i: r i iguis t over the applied art 
for the unique combination of features recited therein. 

Claim 134 distinguishes over the applied art at least b< m js: J non = of the applied ait 

teaches or suggests positioning a device in the left atrial appei ds i! ai d sec .ling the device, the 

device configured to prevent passage of emboli from the left ati ud i): f: ndagi . wherein the device 
conforms to an inside wall of the left atrial appendage. Claims II II! 3 dep nd from Claim 134, 

and therefore distinguish over the applied art for at least the sa .« ruasoti: In addition, these 

claims distinguish over the applied art for the unique combinati m o: f :: ature • irecited therein. 

Claim 140 distinguishes over the applied art at least \u :;t.i;;3 noil : of the applied art 

teaches or suggests providing a barrier carried by the implar-uJ n device icross the left atrial 

appendage. Claims 141-144 depend from Claim 140, and theief i! d stingi ish over the applied 

art for at least the same reasons. In addition, these claims disti ng i i b )ver : i: applied art for the 
unique combination of features recited therein. 

Claim 145 distinguishes over the applied art at least b :s>usg nor > of the applied art 

teaches or suggests positioning an implantable structure wju ;rC flic t» ^ning of the atrial 

appendage, wherein the structure conforms to an inner wall tiss ue i.i i i : ce wl m enlarged. Claims 

146-152 depend from Claim 145, and therefore distinguish o/a I:* applii :l art for at least the 

same reasons. In addition, these claims distinguish over d : applied ;irt for the unique 
combination of features recited therein. 

Claim 153 distinguishes over the applied art at leasl b :;u: e noi of the applied art 

teaches or suggests providing an implantable structure position :l a:ljacei: the opening of the 

atrial appendage, the enlarged configuration blocking the op(ni ;; a:: the rial appendage; and 
changing the configuration of the structure at the atrial append ag» 21 urns 54-1 57 depend from 

Claim 153, and therefore distinguish over the applied art f :>r : Uast tl* same reasons. In 
addition, these claims distinguish over the applied art for tfce .e co: bination of features 
recited therein. 

Claim 158 distinguishes over the applied art at leasi b xv-c nci s of the applied art 

teaches or suggests deploying an implantable structure at thr a :.i 1 ippe:n Uge with a delivery 

device positioned at the atrial appendage, the structure being :o i: jured tc block an opening of 
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the atrial appendage. Claims 159-169 depend from Claim 158, an l. nrxtotc distinguish over the 

applied art for at least the same reasons. In addition, these claii is i i tii iguisr over the applied art 
for the unique combination of features recited therein. 

Claim 170 distinguishes over the applied art at least b( non of the applied art 

teaches or suggests positioning a device at the atrial append ag hi dev >e when positioned 

having at least a portion that generally conforms to an inside = s •:: n: 5 of : e atrial appendage. 

Claims 171-178 depend from Claim 170, and therefore di$tii,gi si. . ver i e applied art for at 

least the same reasons. In addition, these claims distinguish c ve I. l< : appli A art for the unique 
combination of features recited therein. 

Finally, Claim 179 and 180 depend from Claims 1 and 5. : espe:: iveiy, and therefore 

distinguishes over the applied art for at least the reasons prov d< ; ifcmvc. Urthermore, Claims 

179 and 180 distinguish over the applied art for the unique c fi tinaticn of features recited 
therein. 
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CONCLUSION 

Tji view of the foregoing amendments and remarls, .=> pplicar submits that this 

application is in condition for allowance and such action is re< pe :i: J \y reqi lasted. If any issues 

remain or require further clarification the Examiner is respect) ul 1 4 1: uest* to call Applicant's 

counsel at the number indicated below in order to resolve such ss w prompi y. 

Please charge any additional fees, including any fees fur |>: ii ional • intension of time, or 
credit overpayment to Deposit Account No. 1 1-1410. 



Dated: 



Respectfully sutm :isd, 

KNOBBE, MAI LT > £ OLS. >N & BEAR, LLP 



By: 



Sabing4frlfc* s 

Registration :i." : l37 

Attorney cf I :«:ori 

Customer N< :>0, >95 

(949)760.04 .:. 




3266133 1 
010307 
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